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APPELLANTS’ OPENING BRIEF. 


JURISDICTION. 


This is an appeal by defendant from portions of a 
final judgment granted by the United States District 
Court, for the Southern District of California, Central 
Division, holding claims 1, 2, 4, 8, 9 and 11 of Patent 
No. 2,837,227 valid and infringed and denying defend- 
ant’s counterclaim for false marking (Vol. I, pp. 676- 
677). Jurisdiction of the trial court arose under the 
provisions of 28 U.S.C. §§1338(a) and 2201 and the 
patent laws of the United States. Jurisdiction to review 
the District Court’s judgment by this court is con- 
ferred by 28 U.S.C. $1291. 
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STATEMENT OF THE CASE. 
A. The Parties. 


Appellant, Santa Anita Mfg. Corporation (the de- 
fendant below) is a California corporation having a 
regular and established place of business in Temple 
City, California where it has manufactured and sold 
load elevators for trucks known as the ‘“Folda-Lift”’ 
hydraulic loaders. 

Appellee, Max J. Lugash (one of two plaintiffs be- 
low) is an individual residing in California and the pat- 
entee of United States Letters Patents Nos. 2,837,227 
entitled “Load Elevator for Motor Trucks” and 2,989,- 
196 entitled “Hydraulic Hoist for Vehicles.”* 

Appellee, Maxon Industries, Inc. is a California cor- 
poration which is the owner of Lugash patents ’227 and 


7196 and manufacturers and sells truck loaders known 
as “Tuk-A-Way” loaders. 


B. The Controversy Raised by the Pleadings. 


Defendant was charged with infringement of both 
Lugash patents ’227 and ’196 by a Complaint filed by 
the patentee (Vol. I, pp. 2-4). Defendant answered 
denying validity and infringement of the patents, as- 
serted affirmative defenses and counterclaimed for a 
declaration of patent invalidity and non-infringement of 
both patents (Vol. I, pp. 5-13) to which the patentee 
replied (Vol. I, pp. 14-15). Maxon Industries Inc., 
which thereafter became and is now the owner of the 
patents in suit, was joined as a party plaintiff without 
prejudice to proceedings already had (Vol. I, pp. 185- 
sv), 


*Patents Nos. 2,837,227 and 2,989,196 will hereafter be iden- 
tified by ’227 and ’196, respectively. Appellant will hereafter be 
referred to as defendant. 


—— 


The pre-trial conference order placed in issue the va- 
lidity and infringement of claims 1, 2, 4, 8, 9 and 11 
Gipatent 22/7 sand claims 1,2, 4, 5.and 6 of patent 
"196 (Vol. I, pp. 339-349, 220, 330). 


Defendant brought a motion to add a count for false 
marking during trial (which was granted) and the 
pleadings were amended to include such count based 
upon evidence adduced during trial (Vol. I, pp. 558- 
560). 

The trial court found patent ’227 to be valid and in- 
fringed by defendant’s “Folda-Lift’ loaders [Concl. 
of Law B, C and E, Vol. I, p. 673]; found patent ’196 
to be invalid [Concl. of Law G, Vol I, p. 674, not in- 
volved in this appeal]; and concluded that plaintiffs had 
not been guilty of false marking under the law [Concl. 
of Law I, Vol. I, p. 674]. This appeal seeks a reversal 
of the trial court holdings that Lagash ’227 is valid and 
infringed and that plaintiffs were not guilty of false 
marking under the law. 


C. The Probable Invalidity of Lugash ’227 Indicated at 

the End of Trial. 

Defendant’s witnesses included Mr. Vogel, an engi- 
neer, president of defendant and admittedly a man 
skilled in the art (Vol. III, p. 354) and Mr. Gabriel, de- 
fendant’s patent expert and a man with extensive prior 
e perience im the truck loader art (Vol. III, pp. 622- 
623). Mr. Gabriel qualified as one skilled in the art and 
he so considered himself (Vol. III, p. 761). 


It is defendant’s contention that none of plaintiffs’ 
witnesses qualified as being a man skilled in the art. 
Mr. Comstock (plaintiffs’ patent expert witness) had 
“no specific experience’ with power operated loaders of 
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the type discussed in this law suit prior to being called 
into the case (Vol. III, p. 272). 


By stipulation and order of the court the narrative 
statements of patent expert testimony filed prior to 
trial were admitted into evidence as though they were 
orally presented at trial, subject to cross-examination 


(Vol. III, pp. 748-753).* 


Toward the end of defendant’s case after the trial 
court had heard Messrs. Vogel and Gabriel testify as 
to the prior art and what it taught to one skilled in the 
art, the court expressed its doubt about the validity of 
the two patents in suit (Vol. III, p. 829). After hear- 
ing the plaintiffs’ rebuttal case, the trial court stated 
its first impressions on the ‘227 patent: 


ae 


. my first impression is that the plaintiff 
has a real row to hoe on the validity in view of 
this pricr an. (voll p, O27) 

“.. it is very questionable in my mind that it 
is valid, in view of the prior art.” (Vol. III, p. 
904). 

“But I am also inclined to decide now that it is 
imavalic. ( Vol@iiigna20>). 


What caused the trial court to change its mind? Itis 
submitted that the Memorandum Opinion, the Findings 
and Conclusions show that the trial court was confused, 
misunderstood and misapplied the rule of the Huston v. 
Buckeye case.’ ignored well-established rules of this 
Court.” and failed to apply statutory standards of 
patentability. 


*Plaintiffs’ statement appears at Vol. I, pp. 188-219; defend- 
ant’s statement appears at Vol. I, pp. 222-317. 

1Page 30 of this brief. 

*Page 34 of this brief. 
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THE LUGASH ’227 PATENT IN SUIT. 


Patent ’227, which issued June 3, 1958 to Max J. 
Lugash, relates to a load elevator for use in raising or 
lowering loads between ground level and the truck bed 
of a motor truck. 

In the appended representation of the Lugash ’227 
patent drawings (App. C, p. 1) the patented loader in- 
cludes: a loading platform 43 (blue), a pair of parallel 
rule linkage systems 42, 44 (green; one pair at each 
side of the platform), hinged connections 47, 48 be- 
tween the linkage systems and platform provided by 
support member 50 (yellow), stop means 53 (red) to 
support the platform in load carrying position and 
power means 32 (brown) to lift the platform or to al- 
low it to descend [See: Find. of Fact 7, Vol. I, p. 664]. 


The lifting arms 42, 44 are hinged by bolts 47 and 
48 to the platform support member 50 between pairs 
of flanges 49, 49 carried by the front face of the sup- 
pame member or “angle iron’ 50 [Ex. 1, Col. 3, lines 14- 
17]. Inwardly of flanges 49, 49 there are two more 
flanges 51, 51 on member 50 also receiving the hinge 
bolts 48, 48. The platform (bracket arms 52, 52) is 
thereby pivotally mounted or hinged by the hinge bolts 
48, 48 (between flanges 49 and 51) to support mem- 
ber 50 [ Ex. 1, Col. 3, lines 43-44]. 

Ledge element 53 (red) prevents pivotal movement 
of the platform arms in a clockwise direction beyond a 
horizontal position, but permits manual pivoting of 
the platform in a counter-clockwise direction about 
the hinge bolts 48, 48 until it rests on cross member 56 
[Ex. 1, Col. 3, lines 44-65]. 

The Lugash ’227 file history discloses that the origi- 
nal broad claims directed to a power operated parallelo- 
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gram lifting arm loader were rejected on old prior art 
truck loader patents [Ex. A, p. 17]. The single feature 
of Lugush ’227 not found in the cited art and the only 
feature alleged by the patentee to be novel (during 
proceedings before the Patent Office) was that the 
227 platform can be manually moved or pivoted back 
on hinge bolts 48 at the discretion of the operator into 
an inverted, out-of-the-way position beneath the truck 
bed. 

“, . the device when folded up .. ., is com- 
pletely out of the way and thus permits the vehicle 
to be backed up to a loading dock.” [Ex. A, p. 
Zonk 


It is this folding which caused the issuance of the 
Lugash ’227 patent [Ex. A, pp. 23-24]. 

“Tt is crystal-clear that after the first rejection, 
Scoggin relied entirely upon the sealing arrange- 
ment as the exclusive patentable difference in his 
combination. It is likewise clear that it was on that 
feature that the Examiner allowed the claims.” 

Graham v. John Deere Company of Kansas 

Cee (CS ae , 86 S. Ct. 684, 701 (Feb. 
Zi 1966). 


Plaintiffs are not now free to assert a broader view 
of Lugash ’227 beyond this single concept of manually 
pivoting or moving the platform element on its hinge 
bolts back over the lifting arms to allow its placement 
in an out-of-the-way position. 

“Here, the patentee obtained his patent only by 
accepting the limitations imposed by the Examiner. 
The claims were carefully drafted to reflect these 
limitations and Cook Chemical is not now free to 
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assert a broader view of Scoggin’s invention. The 
subject matter as a whole reduces, then, to the dis- 
tinguishing features clearly incorporated into the 
claims.” 
Graham v. John Deere Company of Kansas 
City, mapra, oo >. Ct. at 702. 


The subject matter of Lugash ’227, as in the Graham 
case, supra, as a whole, reduces to the single feature 
of permitting inversion of the platform. Defendant con- 
tends that this “distinguishing feature” is found in the 
non-cited art relied upon at trial (particularly Nar- 
vestad, App. C, p. 2) and that Lugash ’227 merely 
suggests an asserted new use (or non-use) for the iden- 
tical, old truck loader apparatus disclosed in the ex- 
pired Novotney ’403 patent (App. C, p. 3) in the same 
manner to obtain the same results as suggested by the 
prior art (such as Narvestad). 


WHAT LUGASH ’227 DID NOT INVENT. 


This Court and the Supreme Court have repeatedly 
stated that a patent cannot claim and withdraw from 
the public that which is public knowledge. But that is 
exactly what the plaintiffs’ patent wrongfully attempts 
to do. 

This Court can take judicial notice that Lugash did 
not invent a truck, nor a power operated loading device 
to be employed with the truck; these have been in the 
public domain for fifty years. Can plaintiffs contend 
that Lugash was the first to hinge a loader platform 
into a stored out-of-the-way position to permit the truck 
to be backed up to a loading dock for ready loading? 
No, that has been common practice for many years as 
shown by any of the prior Narvestad, Peters or Jester 
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patents in which the loader platforms are pivotable 
about hinge means in identical manner to be inverted 
over the lifting arms [Find. of Fact 19, Vol. I, p. 664] 
and in the prior commercially successful Daybrook 
“DA” and Anthony “Drop-Leaf” loaders where the 
loader platforms are hinged down into an out-of-the- 
way position [Exs. E-G, AD] allowing dock loading. 


The parallel linkage lifting arms, the brackets and 
support members, the hinge pins which pivotally con- 
nect the platform to the support member were not in- 
vented by Lugash but are clearly shown in the prior 
art [Exs. C, D, E-G and AD] including theme ane 
patent to Novotney ’403 as will be discussed in detail 
hereinafter. 


Detailed discussion of these prior art patents on pages 
20 to 23 of this brief and defendant’s trial Exhibits 
AM-1 through AM-6 convincingly show that every 
element for the same purpose was present in the prior 
art devices. The patent is invalid since: 
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. . . it consists of no more that a combination 
of ideas which are drawn from the existing fund 
of public knowledge and which produces results 
that would be expected by one skilled in the art.” 

Griffith Rubber Mills v. Hoffar, 313 F. 2d 1, 3 
(Coe 


Plaintiffs cannot challenge the fact that all of the 
elements are old [Find. of Fact 8, Vol. I, p. 664]. 
Plaintiffs will be forced to admit that the purported 
novelty lies only in the use of the hinge connection 
and stop means: 

“permitting inversion of the platform.” [Ex. 1. 


claim 8, lines 42-45]. 


aa 


The discretionary pivoting of a hinged platform, trap 
door or any other element on an old hinge is not an 
invention conforming to the statutory requirements of 
novelty, utility and unobviousness, . each of which 
must be satisfied” (Graham v. John Deere of Kansas 
City, supra, 86 S. Ct. 694). 

To hold that the Lugash patent is valid, this Court 
would have to state that a patent can monopolize the 


ce 


discretion of a man in moving an old member on an 
old hinge (Novotney 403) in a manner taught by the 
prior art (Narvestad). 

Note that the trial court concluded that: 
“. . . It 1s mechanically possible to invert the 
platform in said Novotney device.” [Find. of Fact 


16, Vol. I, p. 666]. 


Patentability cannot be based upon the mere recogni- 
tion of an alleged new function (folding) for an old 
device (Novotney 7403) even though the prior inventor 
may not have realized his apparatus could be used in 
such a manner (Mathews Conveyor Co. v. Palmer-Bee 
Commisa 2d 7389 (6th Cir, 1943) ). 

Appellant is confident that this Court will be com- 
pelled to hold invalid a patent which attempts to pre- 
vent a person from moving an old hinged member of 
an old structure which is mechanically or manually ca- 
pable of being moved. One cannot patent the obvious 
or preclude the exercise of discretion. 

Moreover, to hold Lugash ’227 valid, this Court 
would have to ignore the fact that prior patents, not 
cited by the Patent Office, actually disclose hinged plat- 
forms which are manually pivoted or folded into in- 
verted position to solve the identical problem of dock 
loading, in the identical way, as in Lugash ’227. 


=e 


The above brief statement of the case emphasizes the 
pertinency of the following specification of errors and 
the questions presented to this Court. 


SPECIFICATION OF ERRORS. 


1. The trial court erred as a matter of law in con- 
cluding patentability [Concls. of Law B and C] 
upon Findings of Fact that Lugash ’227 stored the 
loader platform under the truck bed only ‘in a more 
facile and efficient manner” [Find. of Fact 24] and 
produced merely “significant economies of time and 
money to users” [Find. of Fact 28] instead of applying 
the more rigorous requirement of a new, unusual, sur- 
prising or unexpected result required of combination 
claims in A. & P. Tea Co. v. Supermarket Corp., 340 
U.S. 147 (1950), a high level of patentability reaf- 
firmed by Graham v. John Deere Company of Kansas 
City, supra, and required for patent validity in United 
States v. Adams, ........ ES. 2cke- , 86 So Ciaa7ee 
(Feb. 21, 1966). 


2. The trial court erred as a matter of law by rely- 
ing upon a “presumption” of validity and “make- 
weight” factors such as commercial success instead of 
applying the prerequisite test of obviousness in the 
light of the combined state of the art. Findings 8, 9, 
14, 19, 24 to 28 are in error and show that the statu- 
tory requirements for patentable invention were not ap- 
plied. Findings 13A, 18, 24 and 28 are clearly erroneous 
and contrary to the evidence. 


3. The trial court erred as a matter of law by apply- 
ing improper tests for determining obviousness (Gra- 
ham v. John Deere Company of Kansas City, supra) in 
failing to properly determine the differences between 
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Lugash ’227 and the combined state of the art, in 
ignoring the uncontradicted testimony of defendant’s 
technical experts as to the obviousness of Lugash ’227 
from the combined teachings of the prior art and in 
giving undue primary consideration to alleged commer- 
cial success [ Finds. of Fact 8, 9 and 14], supposed ab- 
sence of commercial success of the prior patented devices 
[Finds. of Fact 19 and 24] and the length of time 
the Lugash combination was assertedly overlooked by 
others [Finds. of Fact 24-28], all of which are at best 
only secondary considerations or sub-tests. The trial 
court erred in placing any reliance upon the supposed 
absence of use of the prior patents [Finds. of Fact 
19 and 24] and their alleged long but overlooked avail- 
ability [Finds. of Fact 24 and 28] since it is irrelevant 
that no one apparently chose to avail themselves of the 
knowledge stored in the Patent Office and readily avail- 
able by the simple expedient of conducting a patent 
search (Graham v. John Deere Company of Kansas City, 


supra, 86 S. Ct. 703). 


4. The trial court erred as a matter of law in rely- 
ing upon a presumption of validity for the ’227 patent 
(Vol. I, p. 567, lines 18-19) since any such presump- 
tion was overcome by any, or all, of the non-cited 
prior Narvestad, Peters and Jester patents, all of which 
disclosed the folding or inverting of a loading platform 
not found in the art considered by the Patent Office 
Examiner. A presumption cannot take the place of statu- 
tory requirements. 

5. The trial court erred in finding a new combina- 
tion of admittedly old elements [Finds. of Fact 7, 8 
and 24] since all the old ’227 elements are found in 
the same cooperative relationships in the prior art (as in 


Novotney ’403) and it erred as a matter of law [Concls. 
of Law B and C] in not requiring these old elements to 
obtain or perform some surprising, unexpected or non- 
obvious function or result in the combination that they 
did not perform or obtain out of it, as Wequihedeiey, 
Lincoln Engineering Co. v. Stewart-lVaruer Corp., 303 
U.S. 545 and United States v. Adanis, supra. 


6. The trial court erred as a matter of law in failing 
to make any Findings of Fact specifying differences be- 
tween the claimed subject matter of Lugash ’227 and 
the combined state of the art taken as a whole. Findings 
of Fact 16 and 17 only allege differences between 
Lugash ’227 and Novotney *403 taken alone (Vol. I, 
p. 666). Findings of Fact 19-22 only assert dif- 
ferences between Lugash ’227 and the similar teachings 
of Narvestad, Peters and Jester isolated from the other 
art (Vol. I, pp. 667-668). No Finding of Fact states any 
differences between the combined teachings of the art 
[such as Novotney °403 and Narvestad, or Wood 7135 
and Narvestad, Exs. AM-5 and AM-6] and the claimed 
subject matter of Lugash ’227. The trial court’s ultimate 
conclusions of non-obviousness [ Finds. of Fact 13A, 18, 
25 and 28] are unsupported and fail to properly advise 
the Appellate Court of the basis for its decision (Welsh 
v. Strolee, 9th Cir. 1961, 290 F. 2d 509). 


7. The trial court erred as a matter of law in fail- 
ine to find anticipation of the Lugash ’227 claimed 
subject matter in view of Novotney [Find. of Fact 15] 
because of an erroneous view of the law which led the 
trial court to conclude that the folding or inverting of 
the platform was not “inherent” in Novotney [ Find. 
of Fact 17] while at the same time “mechanically pos- 
sible” [Find. of Fact 16]. There is no evidence to sup- 
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port the portion of Finding of Fact 16 which states 
that the folding of the platform possible in Novotney 
would not produce “substantially the same result as in 
plaintiffs’ patent ’227” and the Findings are silent as 
to why the same result wouldn’t be attained. 


8. The trial court erred in finding that the Nar- 
vestad, Peters and Jester patents disclose a different 
mode of operation in “inverting of the platform” and 
do not disclose “any means” whereby the lifting arms 
and power means can be utilized in storing the loader 
platform [Finds. of Fact 19, 20 and 21] as allegedly 
accomplished for the first time in Lugash ’227 [Find. 
of Fact 8]. In each of Lugash ’227, Narvestad, Peters 
and Jester the platform is moved identically, i.¢c., by 
manually pivoting the platform over the lifting arms. 
In Narvestad, Novotney and Jester, lifting arms and 
associated power means are disclosed which can be em- 
ployed to raise or lower the platform whether moved 
into inverted position or not. 


9. The trial court erred in failing to find that paral- 
lel linkage arms (admitted to be long known in the art) 
are obvious substitutes for the lever arms employed in 
Narvestad, Peters or Jester [ Finds. of Fact 19 and 22]. 
Lugash ’227 is merely an obvious modification of any 
of them. 


Ome Whe trial court erred in timding that the 227 
loaders were the first commercially successful loaders 
that could be stored in an out-of-the-way position | Finds. 
of Fact 8 and 24]. The prior Anthony “Drop-Leaf” 
loader [Ex. AD, Find. of Fact 24] and Daybrook “DA” 
loader [Ex. E-G, pp. 12-13] were commercially suc- 
cessful and accomplished the same results in position- 
ing the loader platform out-of-the-way for dock load- 
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ing. The Findings do not state any problem unsolved in 
the art prior to Lugash ’227. 


11. The trial court erred in attributing the alleged 
commercial success of plaintiffs’ ‘‘Tuk-A-Way” load- 
ers [Exs. 21 and 22, Find. of Fact 9] to Loiasieazye 
The preferred exemplary embodiments shown in ’227 
were not a success. It was the loader described and 
claimed tn the invalid ’196 patent filed only five months 
after ’227 that attained the sales of Plaintiff’s Exhibit 
22 and are shown in the “Tuk-A-Way” brochure Ex- 
hibit 21. There was no immediate wide adoption by 
the trade. Less than 100 units per year were sold by 
plaintiffs from 1957 to 1960. It was only after 1960 
and after defendant’s sales of the ‘“Folda-Lift” to the 
trade that plaintiffs’ sales increased measurably. Find- 
ings of Fact 26 and 28 are in error to the extent that 
they allegedly import non-obviousness and success of 
the ’227 loader. Defendant’s previously successful EB- 
1500 hydraulic loader is as responsible for defendant’s 
success [ Find. of Fact 14] as any other factor. 


12. The trial court erred in finding that the defend- 
and infringed Lugash ’227 patent by its “simple” 
and “not major” modification [Find. of Fact 13A] of 
the existing EB-1500 hydraulic lift gate loader of a type 
long successful in the art [Finds. of Fact 10 and 11] to 
incorporate therein the simple and easily accomplished 
concept of inverting the platform over the lifting arms 
to place it in an out-of-the-way position, a concept “fully 
disclosed and dedicated to the public” in each of the 
Narvestad, Peters and Jester patents (Graham v. John 
Deere Company of Kansas City, supra). 

13. The trial court erred [Finds. of Fact 29 and 30 
are erroneous] because defendant’s “Folda-Lift” loaders 
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do not employ the mode of operation of Lugash ’227 
of folding the platform back on the linkage. Defendant’s 
loader platform abuts the hydraulic cylinder which is 
part of the power means and not the linkage. Also, the 
parallel rule linkage systems of Lugash ’227 are not 
employed in the ramping type of “Folda-Lift” loaders 
of defendant which do not maintain the platform level 
as intended in Lugash [ Find. of Fact 22]. 

14. The trial court erred [Find. of Fact 38] in find- 
ing the ’196 patent mismarking to be the result of “in- 
nocent mistake’ and without “intent to defraud’’ or 
“deceive” the public. 

The fact of mismarking was established during the 
testimony of Mr. Murray Lugash (Vol. ITI, pp. 289- 
319) who stated that he didn’t know who determined 
that the patent numbers went on the non-unitary H-23 
Model (Vol. III, p. 307). Plaintiffs presented no other 
witness who did know why the °196 patent numbers 
were applied to these loaders. The false marking intent 
must be presumed until rebutted (Krieger v. Colby, 106 
F. Supp. 124). The fact of mismarking was uncontra- 
dicted and the presumption of intent was not overcome. 


SUMMARY. 


The file history of the "227 patent [Ex. A] shows 
that truck loaders having power operated parrallelo- 
gram lifting arms connected to a support member to 
which a loading platform is hinged or pivoted are old 
(Richards and Ives, Vol. III, p. 639). No new or dif- 
ferent construction, function, result or mode of opera- 
tion was or is claimed for the ’227 loader when actually 
used for loading or unloading a truck (Vol. IIT, pp. 624, 
864). When placed in its stored position the apparatus 
performs no function (Vol. III, pp. 41 and 633). 
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The claims of the patent do not claim an inverted 
platform, a loader in stored away position or any 
manner of moving the platform and/or liting arms 
into a stored position. Claim 8 merely specifies a par- 
ticular stop means (element 53, colored red in Ap- 
pendix C, p. 1) which permits manual pivoting of the 
platform on old hinge means in one direction, but pre- 
vents it in the other. The identical construction and 
stop means is found in Novotney *403 [App. C, p. 3; 
Exs. AM-1, AM-2], a prior art patent not found nor 
considered by the Patent Office in acting on Lugash 
°227. The trial court found that it is possible to fold the 
Novotney platform back over the lifting arms [Find. of 
Fact 16, Vol. I, p. 666], as is shown in defendant’s 
Exhibits AM-1 and AM-2. Other prior art patents such 
as any of Narvestad, Peters and Jester also show in- 
vertible or foldable platforms. 


Lugash ’227 thus reduces to merely the manipulation 
of an old platform about an old hinged connection in an 
old loader construction to place the platform in an in- 
verted out-of-the-way position. But, such inverting of a 
loader platform into an out-of-way position is admit- 
tedly not new [Find. of Fact 19, Vol. I, p. 667]. For 
example, it is fully disclosed in the prior Narvestad pat- 
ent (App. C, p. 2) not considered by the Patent Office. 
(Note the identity of the objects of Lugash ’227 and 
Narvestad set out in the Appendix). 


The Lugash ’227 claims read on and attempt to with- 
draw from the prior art the old loader construction of 
Novotney ’403 (App. C, p. 3) based only on a sup- 
posedly new manipulation (folding of the platform) of 
the old Novotney loader in a manner suggested by Nar- 
vestad and found possible in Novotney. 
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Defendant’s technical expert witnesses Vogel and 
Gabriel testified that had they been presented with the 
combinations of Narvestad and Novotney (Vogel, 
Vol. ITI, pp. 462-463, 485-486; Gabriel, Vol. III, pp. 699- 
701), or the combination of Wood 135 and Narvestad 
[Gabriel, Vol. III, pp. 718-724 and Exs. AM-5 and 
AM-6] in 1957 at the time of the alleged Lugash inven- 
tion, it would have been obvious to make the ’227 com- 
bination to provide a parallel arm hydraulic loader with 
a foldable platform. 


Defendant’s combination of Wood 7135 and Nar- 
vestad [Exs. AM-5 and AM-6] was obvious to and 
actually made by the Patent Office in acting on the 
second Lugash °196 patent in rejecting the original 
broad claims [Ex. B, p. 17]. Such combination was 
never considered by the Patent Office in acting on 
Lugash ’227. It should have been; Lugash ’227 issued 
by inadvertence. 


Plaintiffs did not present evidence rebutting the ob- 
viousness of Lugash ’227 in the light of the combined 
showings of the prior art patents. Defendant’s evidence 
is uncontradicted. The trial court in its Memorandum 
Opinion and in the Findings of Fact does not state a 
single reason why the combinations of the teachings of 
the prior art patents relied upon by defendant (such as 
Novotney ’403 in view of Narvestad 7529) do not 
render the Lugash ’227 patented combinations ob- 
vious to one skilled in the art. The trial court’s decision 
and the Findings of Fact are all directed to the sub-tests 
of commercial success, long felt need and failure of 
others to commercially succeed with similar loaders in 
support of non-obviousness of the ’227 patent found in 


Finding of Fact 7 (Vol. I, p. 664). 
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At the end of the trial, the court expressed its first 
impressions to hold Lugash ’227 invalid. The Memoran- 
dum Opinion (Vol. I, pp. 561-573) discloses some of 
the trial court’s thinking in changing to its eventual 
holding of validity: the folding of the loader platform 
possible in Novotney ’403 was erroneously found not to 
be “inherent” (Vol. I, pp. 563-564); the non-cited pat- 
ents including Narvestad, Peters and Jester, though dis- 
closing the folding platform feature of Lugash ’227 
not found by the Patent Office were somehow not found 
to overcome the presumption of validity. 


Since the hinging movement of the platform into 
folded position was shown by Novotney, Narvestad, 
Peters and Jester, plaintiffs were compelled to fall 
back on another fallacious argument, namely that the 
prior folded platforms were not raised by power (Com- 
stock, Vol. III, pp. 879-880). This argument fails be- 
cause: 

a. power actuated lifting arms carrying a 
hinged platform element are very old; 

b. the old arms will lift the platform when it 
is empty, when it is full, when it is painted green, 
or when it is manually pivoted into a folded posi- 
tion, with no change in construction or mode of 
operation; and 

c. itis obvious that power driven lifting arms 
will lift whatever is carried on them. 


Prior patents have shown platforms hinged to lifting 
arms; it would be inequitable to now preclude the public 
from manually pivoting a platform if they so desired. 


How can this Court hold that a new, non-obvious 
or unexpected result is attained by using old elements 
in an old combination, to perform their normal and ex- 
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pected function? There is no basis in fact and no sup- 
port memaw ror indies of Fact 8, 21,°22, and’ 23 
(Vol. I, pp. 664 and 667). 


How has the ’227 patent added to the sum of useful 
knowledge in a manner beyond the ordinary exercise of 
skill in the art? A prerequisite of patentability is that 
the subject matter be unobvious (35 U.S.C. §103). 
Here we have uncontroverted evidence that it was 
obvious. Make-weights such as commercial success or 
added facility do not satisfy statutory requirements. 


THE QUESTIONS PRESENTED. 


ime id the trial court err, as a matter of law, in 
failing to apply the statutory standard of inven- 
Moneheduired by the 4A. & P. Tea Coease and 
reiterated by the recent Supreme Court decisions? 

2. Do the claims of Lugash ’227 define a patentable 
invention (conforming to each of the statutory 
requirements of novelty, utility and non-obvious- 
ness) in the light of all prior knowledge and ex- 
pected skill of men in this art? 

3. Do the claims of Lugash ’227 define a patentable 
invention over the showings of Novotney 7403. 
Narvestad °529, Wood 7135, Peters ’577, Jester 
243, and other patents of record herein? 

4. Did the trial court err in substituting its own 
opinion (as to obviousness) for the uncontra- 
dicted testimony of experts in this art? 

5. Did the trial court err in relying upon a pre- 
sumption of validity instead of applying the pre- 
requisite statutory tests of invention, repeatedly 
enunciated by this Court and reiterated recently 
by the Supreme Court? 
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6. Is the presumption of validity dissipated when 
prior patents, not considered by the Patent Of- 
fice, show the same elements in the same com- 
bination for the same purpose? 

7. Do the patent statutes contemplate the grant of 
a patent which would preclude a person from 
exercising his discretion in operating an old ma- 
chine mechanically capable of such operation? 

8. Can defendant be held to infringe the Lugash 
patent by employing a construction taught and 
suggested by expired prior art patents? 

9. Can a presumption of intent to mismark, based 
upon evidence of the established fact that plain- 
tiffs falsely marked their loaders with the °196 
patent number, be disregarded without rebuttal? 


THE PRESUMPTION OF VALIDITY IS DIS- 
SIPATED BY THE PERTINENT PRIOR 
ART NOT BEFORE THE PATENT OF- 
FICE. 

In acting upon the patent application which issued 
as Lugash patent ’227, the Patent Office did not con- 
sider pertinent prior art patents including Narvestad 
2,680,529, Peters 113,577, Jester 2,033,243, Novotney 
2,194,403 and the Wood Patent 7135. The normal pre- 
sumption of validity is therefore overcome pursuant to 
the many decisions of this Court including 

Mettler v. Peabody Engineering Corp., 77 F. 2d 
oto) (Cas, ON) 

McClintock v. Gleason et al., 94 F. 2d 115 (C.A. 
9); 

Jacusst Bros. Inc. v. Berkeley Pump Co., 191 F. 
2d 632, 634 and Note 4, 637. 
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and the Supreme Court in 


Graham v. John Deere Company of Kansas City, 
ees WeSeeerceS: Cieat’702: 


Specific reference is made to those uncited patents 
because they disclose the “folding up aspect” of the 
platform—the only feature represented to be novel to 
the Patent Office [See Ex. A, p. 24; Gabriel, Vol. ITI. 
pp. 645 and 698]. 


But these patents clearly show this “feature” and 
even the Findings admit that they 

“ . . disclosed the folding of a platform by 

hinged means to an inverted position over the lift- 


meeainns..... {Hind. of Fact 19, Vol. Lp. 667]. 


Therefore that which was represented to the Patent 
Office as being novel was not novel. The presumption 
of validity is completely overthrown. The subject mat- 
ter of Lugash ’227 is but an obvious following of the 
teachings of the prior art. 


Your Honors are requested to look at Exhibit C-4 
and Appendix C, page 2, to fully appreciate the per- 
tinency of the uncited patent next discussed in detail. 


1. NARVESTAD 7529. 


This patent discloses a truck loader platform 26 
(blue) hinged to lifting arms 20, 21 (green) by hinged 
connections provided by a platform support member 
24 (yellow). Stop means (red), provided by the ex- 
treme ends of arms 21 protruding through member 24 
support platform 26 in its loading position while the 
power means 16 (brown) may be employed to raise or 
allow lowering of the platform. The lifting arms 21, 
21 are not parallel linkage systems and the platform 
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ramps, 2.e., slightly changes its angle of disposition, 
during raising and lowering. 


Plaintiffs admit that Lugash did not invent parallel 
arms to hold a platform level as it is raised. This is 
shown in old patents to Wood °135, Richards 7166, 
and Shadbolt ’822 (1896) and in the commercial Day- 
brook [Ex. E-G] and Anthony [Exs. AC and AD] 
brochures. Uncontradicted testimony establishes that 
it would be obvicus to substitute the linkage of the 
Wood 135 patent for Narvestad’s lifting arms [| Vol. 
III, pp. 671-672 and 718-724, Exs. AM-5 and AM-6]. 


A prior patent showing “hinge means permitting in- 
version of the platform” was not before the Patent Of- 
fice during the prosecution of the Lugash application. 
Such hinge means, however, are fully disclosed in No- 
votney as well as in Narvestad, whose platform 26 can 
be inverted or folded out of the way as shown in Fig. 
7 so as to allow dock loading. 


2. NOVOTNEY ’403. 


The Novotney Patent No. 2,194,403 (App. C, p. 3) 
discloses a truck loader identical to Lugash ’227. A plat- 
form 9 (blue), is hinged to a pair of parallel rule linkage 
systems 7, 7’ (green) by a platform support member 
8 (yellow). Support member 8 forms the lower vertical 
links joining lifting arms 7, 7’ and pivotally mounts 
platform 9 just as the platform support member 50 
joins the arms 42, 44 and pivotally mounts platform 43 
of Lugash ’227. Stop means 11 (red) support the plat- 
form in horizontal load carrying position and hydraulic 
power means including rod 14 and cylinder F (brown) 
are employed to optionally raise or lower the platform 
between the ground and truck bed. 
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Novotney ’403 not only discloses the same combina- 
tion of loader elements operating in identical fashion as 
Lugash ’227 while loading or unloading the truck, but 
also discloses the identical kind of hinged connections 
between the lifting arms and loader platform described 
by Lugash ’227. The Novotney hinge means permits 
inversion of the platform and the trial] court so found 
in concluding that “it is mechanically possible to invert 
the platform in the said Novotney device” [Find. of 
Beet 16, Vol. I, p. 666]..The lifting arms can be 
raised or lowered whether the platform is extended or 
pivoted back over the lifting arms at the discretion of 
tie tser. 


Similar folding platforms are shown in the non-cited 
Peters (Australia) patent 113,557 [Ex. C-2] and Jes- 
ter patent 2,003,243 [Ex. D-4]. The trial court found 
that these patents “disclosed the folding of a platform 
by hinged means to an inverted position over the lift- 
ing arms” [Find. of Fact 19, Vol. I, p. 667]. 


The trial court erred in giving significance to the 
presumption of validity of the Lugash ’227 patent in 
finding validity in its Memorandum Opinion (Vol. I, 
p. 567, lines 18-19). 

“Even one prior art reference, which has not 
Beeneconsidercd by the Patent Office, may over- 
throw the presumption of validity, and, when the 
most pertinent art has not been brought to the at- 
tention of the administrative body, the presumption 
is largely dissipated. Such is the case here.” 

Jacuzzi Bros. Inc. v. Berkeley Pump Co., 191 

ezdmosz so5j4eand Note 4.5637 (9th Cir, 
oat). 
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The trial court has apparently completely ignored 
the above rule of law which this Court has reiterated 
many times. The trial court recognized that the folding 
was old in Narvestad, Peters and Jester, but made an er- 
ror of law in not realizing that, in accordance with the 
rule, these patents individually or in combination over- 
came the presumption of validity. 


The recent Supreme Court case of Graham v. John 
Deere Company of Kansas City, 86 S. Ct. 684 (1966) 
is directly applicable to the facts in this case. In the 
Graham case the alleged “distinguishing feature” was a 
sealing arrangement which was not in the prior art 
patents before the Patent Office, but was found in an 
uncited Livingstone patent before the court. 

“Moreover, the space so strongly asserted by 
Cook Chemical appears quite plainly on the Living- 
stone device, a reference not cited by the Exam- 
Miets 

“The substitution of a rib built into a collar 
likewise presents no patentable difference above the 
prior art. It was fully disclosed and dedicated to 
the public in the Livingstone patent.” 

Graham v. John Deere Company of Kansas 

City, supra, 86 S. Ct. at 702. 


The Supreme Court therefor concluded that it would 
be obvious to employ the sealing arrangement taught 
by the Livingstone device in combination with the other 
prior art, even though the hold-down cap of Livingstone 
was applied to a somewhat different device than that 
employed in the patent in suit. (In Livingstone, the 
hold-down cap was employed to hold down a spout in 
a container rather than a sprayer head.) The Supreme 
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Court considered the prior art as a whole and combined 
the teachings thereof to demonstrate the obviousness 
of the patented construction. 


This Court must consider the truck loader art as a 
whole. It is obvious to employ the platform folding ar- 
rangement taught by the Narvestad, Peters or Jester 
patents in combination with the other prior art loaders 
of Exhibits C and D (such as Novotney ’403 or Wood 
135) to fold the platform for ease of dock loading 
(compare the Narvestad and Lugash ’227 objects on 
collapsing and folding the platform, Appendix C, pages 1 
and: 2). 


CLAIMS OF LUGASH ’227 DO NOT DEFINE 
A PATENTABLE INVENTION. 

The claims of a patent must particularly and dis- 
tinctly define the purported invention (35 U.S.C. 
§112). Let’s look at claim 8 of Lugash ’227 which the 
trial court referred to in Finding of Fact 7 as best sum- 
marizing the Lugash subject matter. The drawing of 
the Lugash loader, code colored, appears in Appendix 
C, page 1. Claim 8 reads as follows: 

“In a load lifting and lowering means attach- 
able to a load carrying vehicle at a point thereon 
below the vehicle bed, 

a platform (blue) on which the load is carried, 

a pair of parallel rule linkage systems (green) 
disposed one each adjacent each side of said plat- 
form, each of said linkage systems having one end 
thereof attached to the vehicle at a point below 
the plane of the vehicle bed and the other end 
thereof connected to said platform, 
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the connections (yellow) between said linkage 
systems and said platform including horizontally 
disposed hinge means and stop means (red) effec- 
tive to permit said platform to be swung on said 
hinge means into superposed position on said link- 
age systems and to prevent said platform from 
being swung on said hinge means in the opposite 
direction beyond a position in which said platform 
extends with the load carrying surface thereof sub- 
stantially parallel to the plane of the vehicle bed, 
and power means (brown) operable optionally to 
lift said platform bodily or to allow said platform 
to descend.” 


THERE IS NOTHING NEW AND PATENT- 
ABLY NOVEL IN THIS COMBINATION. Please 
look at page 12 of Exhibit I-G, a catalog of Day- 
brook power gates. These prior art loaders had a 
loading platform, parallel rule lifting arms, a con- 
nection between the arms and the platform including 
a hinge or pivot, and power means. Note the matter 
printed at the bottom of page 12, between the dia- 
erams: 

““DA’ platforms give the advantages of ground 


to truck bed loading and unloading—yet fold to a 
straight down position to permit dock operations.” 


Please note that this Davbrook platform “folds” to 
below the truck bed to permit dock loading. Lugash 


did not invent dock loading. 


Can there be invention in providing a stop on a 


hinged element to prevent the element from swinging 
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too far? No, because each member of this Court has 
seen such stops on hinged doors, stopping the door from 
swinging beyond a desired position while permitting the 
door to swing in the opposite direction as far as you 
want. 

But now let us look at Exhibit AM-2 where a deadly 
comparison with Novotney ’403 clearly shows each 
and every element of Lugash claims 8, 9 and 11 to be 
old. 

This exhibit speaks for itself. The evidence, includ- 
ing the testimony of Vogel and Gabriel, establishes 
irrefutably that Novotney is a complete anticipation. 


(See Vol. ITI, pp. 484-486, 699-701, 775-781, 842-844). 


Similarly Exhibit AM-1 shows that each and every 
element of claims 1, 2 and 4 of Lugash ’227 in the 
same combination for the same purpose is taught by the 
expired Novotney "403 patent which is now in the 


public domain. 


It is submitted that the claims of Lugash ’227 are 
invalid since the statutory prerequisites of patentable 
invention (novelty, utility and lack of obviousness) 


have not been met. 


What is in the public domain can be freely used by 
all. Foldable loading platforms were old; plaintiff can- 
not deprive a member of the public of the right to 
manually pivot an old platform which is capable of piv- 


oting about a hinge or pivot pin. 
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CLAIMS OF LUGASH ’227 ARE INVALID 
BECAUSE INDEFINITE. 


35 U.S.C. $112 requires that a patent incliceueeeess 
claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his in- 
vention.” 


It is noticeable that the trial court adopted Findings 
(prepared by plaintiffs) which attribute characteristics 
of novelty to the Lugash assembly which are not 
stated in the claims. 


For example, Finding of Fact 8 states that “power 
means moves a load platform into and out of a stored 
position” but that is not in any Lugash claim. 


The claims of Lugash ’227: 
DO NOT REQUIRE that the platform be folded 
or “swung” ; 
DO NOT SPECIFY when (or in what position) 
the platform “may” be swung [But in Finding of 
Fact 6, the trial court stated that the folding takes 
place at ground level] ; 
DO NOT STATE what is to be denemaiemea 
platform is ““swung”’ at the operator’s discretion; 
DO NOT REFER to a swung platform as an ele- 
ment; 
DO NOT REFER to movement of a platform into 
stored position ; 
DO NOT REQUIRE movement of a platform 
into position under a truck bed [But Findings of 
Fact 6 and 22 are based on this false premise]; 
and 
DO NOT STATE that the power means are op- 
erable with the platform in a “swung”’ position. 
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Therefore what plaintiffs represent as the “novel 
features” are not defined in the claims. The require- 
ments of 35 U.S.C. §112 have not been complied 
with, and the claims are invalid. The only positive ele- 
ments specified in the Lugash claims read directly upon 
the old expired construction shown in Novotney ’403. 


The Supreme Court has stated: 

“The statutory requirements of particularity and 
distinctness in claims is met only when they clearly 
distinguish what is claimed from what went before 
in the art and clearly circumscribe what is fore- 
closed from future enterprise.” 

United Carbon Co. v. Binney & Sinith Co., 317 

WS. 228))230. 


Plaintiffs will probably try to argue out of this corner 
by claiming that the platform “may” be swung in their 
construction and that the power means “may” be op- 
erated after the platform is swung. Similarly, however, 
the platform 9 of Novotney ’403 “may” be swung and 
the power means of Novotney “may” be operated after 
it is swung. The trial court found that such movement 
is possible. 


At all events the claims of Lugash are invalid be- 
cause they do not point out the alleged (if any) “novel 
feature.” The claims are invalid because they attempt 
to cover that which is already in the public domain; 
one cannot get a patent by relying upon semantics or 
by reading between the lines of a claim. Minor modifi- 
cations are not the subject of valid patents. 

“A mere carrying forward or new or more ex- 
tended application of the original thought, a change 
only in form, proportions, or degree, the substitu- 
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tion of equivalents, doing substantially the same 
means with better results, is not such achievement 
as will sustain a patent.” 


Snuth v. Nichols, 88 U.S. 112 at 119 


It is submitted that this Court is compelled to hold 
all of the claims invalid on at least two grounds, namely: 
(A) lack of invention and (B) failure to comply with 
65) UIC SIZ, 

Note is here made of an ancillary rule which is ap- 
plicable where the claims do not specify the purported 
novelty, namely: 

“Of course, what is not claimed is public prop- 
erty. * * * The public has the undoubted right to 
use, and it is presumed does use, what is not spe- 
cifically claimed in a patent.” 

Mahn v. Harwood, 112 U.S. 354 at 361. 


An invalid patent cannot be infringed: defendant can- 
not infringe if he uses what is not claimed. 


THE TRIAL COURT WAS CONFUSED AS TO 
THE LEGAL EFFECT OF THE FOLDING 
OF THE PLATFORM SHOWN IN NOVOT- 
NEY ’403. 


The Novotney ’403 loader platform can be folded back 
over the lifting arms without any modification of its 
construction [ Vogel, Vol. II], pp. 484-486; Gabriel, Vol. 
III, pp. 699-700, 775-781; Exs. AM-1 and AM-2; Find. 
of Fact 16, Vol. I, p. 666]. However, the trial court re- 
quired that the inverting of the platform (possible in 
Novotney) be the “essence of the invention contained 


therein” before it could be considered “inherent” [Mem- 
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orandum Opinion, Vol. I, p. 564, lines 9-12; Finds. of 
Fact 15-17, Vol. I, p. 666]. The Memorandum Opinion 
and Findings clearly show that the trial court was con- 
fused and misunderstood the rule stated in Huston v. 
Buckeye Bail Corporation, 107 U.S.P.Q. 138. 


The essence of the claim before Judge Cecil in the 
Buckeye case was the “turning” of a fishing “sinker” 
when resting on the bottom of the sea to expose more 
of its lower red half and thus notify the fisherman that 
his sinker is on the bottom (Houston v. Buckeye, supra 
at 140). There was no suggestion of the “turning move- 
ment” in the prior art Olson patent, but the court there 
found that it could so turn and was therefore inherent. 
Judge Cecil correctly stated: 

“If the turning movement was inherent in the 
Olson patent it can be said to have been taught by 
and included in the prior art whether claimed by 
Olson or not. ‘An inventor is entitled to all that 
his patent fairly covers, even though its complete 
capacity is not recited in the specifications and 
was unkown to the inventor prior to the patent is- 


suing.” 2nd Syl. Diamond Rubber Co. v. Consoli- 
favedunabber dineteo:, 220 U.S. 428.” 


In the instant case, when the trial court found the 
folding of the platform to be possible in Novotney ’403, 
he had thereby actually found it to be inherent within 
the meaning of the Buckeye case, supra. The trial court 
was confused. 

The trial court erred in believing that it was necessary 


for Novotney ’403 to describe in detail the folding of 
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the platform and its use. That is not the law. The No- 
votney platform can be folded, and the Novotney *403 
patent is an anticipation pursuant to numerous au- 
thorities: 

“An old mechanism fully capable of a use not 
then observed, anticipates a later patent for the ap- 
plication of that means to the new use. Patentabil- 
ity cannot rest on the observation in a given device 
of a usefulness not before noticed; and the fact 
that a party did not in fact use his mechanism for 
a particular purpose, or even that he did not fore- 
see that such purpose would be a useful one, is not 
material. William B. Mershon & Co. v. Bay City 
Box & Lumber Co., C.C. Mich., 189 F. 741. Dis- 
covery of new uses for, or newly observed func- 
tions of a device, well known in the mechanical or 
structural arts, is not patentable invention; Grand 
Rapids Refrigerator Co. v. Stevens et alms 
27 F.2d 243; and the use for which an apparatus 
was intended is irrelevant, if it could be employed 
without change for the purposes of the patent. 
Dwight & Lloyd Sintering Co. v. Greenawalt, 2 
Cir, 27 F.2d 325." 

Mathews Conveyer Co. v. Paliner-Bee Co., 135 

F.2d 73, 89 (6th Cir., 1943). 


“.. Pipkin found latent qualities in an old dis- 
covery and adopted it to a useful end. But that did 
not advance the frontiers of science in this narrow 
field so as to satisfy the exacting standards of 
our patent system. Where there has been use of 
an article or where the method of its manufacture 
is known, more than a new advantage of the 
product must be discovered in order to claim in- 
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vention. See DeForest Radio Co. v. General Electric 
Co., 283 U.S. 664, 682. It is not invention to per- 
ceive that the product which others had discovered 
had qualities they failed to detect. See Corona Cord 
Tire Co. v. Dovan Chemical Corp., 276 U.S. 358, 
369.” 

General Electric Co. v. Jewel Co., 326 U.S. 242, 

247 (1945). 
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. . But the observation of a new use in a 
prior patented device is not patentable; and the 
mere fact that the inventor did not use his device 
for that purpose or did not foresee that the purpose 
might be useful is immaterial.” 

Triangle Conduit & Cable Co., Inc. v. National 
Electric Products Corporation, 149 F. 2d 87, 
90 (3rd Cir., 1945). 


Lugash ’227 does not disclose anything new over the 
disclosure of Novotney ’403 and is invalid. A contrary 
finding withdraws the Novotney ’403 apparatus from 
the public domain and gives an undeserved monopoly to 
plaintiffs. The Novotney °403 loader is an anticipation 
of Lugash ’227 because the platform can be folded over 
the lifting arms and because it has the specific con- 
struction claimed by Lugash [| Exs. AM-1, AM-2]. Lu- 
gash ’227 cannot be valid. The trial court’s holding of 
validity must be reversed. 


A contrary conclusion would award the plaintiffs with 
a monopoly extending until 1975 over a loader con- 
struction disclosed by Novotney *403 in 1940 and 
dedicated to the public in 1957. 


a) 


IT IS NOT PATENTABLE INVENTION TO DO 
WHAT IS SUGGESTED BY THE PRIOR 
ART. 


Lugash ’227 contributes nothing to the fund of pub- 
lic knowledge beyond that already disclosed in the prior 
art (such as the combination of the teachings of the 
Novotney 403 and Narvestad patents). 


The provision of parallelogram linkages in a load 
elevating device for vehicles to obtain a level ride plat- 
form is admittedly old (Comstock, Vol. II, pp. 272- 
273). Such linkages are found in the cited prior art 
patents to Richards and Ives (Gabriel, Vol. III, p. 639) 
and most of the prior art patents in Exhibits C and D 
(defendant’s prior art patents) starting with the Shad- 
bolt patent which issued in 1896. The Lugash ’227 pat- 
ented combination is constructed and operates in the 
same way as old parallelogram arm loading devices 
when used for loading or unloading a vehicle (Gabriel, 
V ol IEE, p. 624), 


The “folding” of the platform, represented as being 
novel to the Patent Office, is found in the non-cited 
Narvestad, Peters and Jester patents. One need only 
be aware of the teachings of any of Narvestad, Peters 
or Jester to pivot the platform of Novotney ’403 back 
over the lifting arms to fold it away. 

“All you have to do is see that teaching (Nar- 
vestad, Peters or Jester) and swing this platform 
9 of Novotney ’403 over and on top of the arm 7.” 
(Gabriel, Vol. ITI, p. 701). 

“Certainly a person having ordinary skill in the 
prior art, given the fact that the flex in the shank 
could be utilized more effectively if allowed to run 
the entire length of the shank, would immediately 
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see that the things to do was what Graham did, 
i.c., invert the shank and the hinge plate.’ (Em- 
phasis added). 
Graham v. John Deere Company of Kansas City, 
supra, 86 S. Ct. at 697. 


It is obvious that the power means cylinder F of 
Novotney ’403 (and the powered cable 16 of Narvestad) 
can be employed to raise the lifting arms whether the 
platform is extended rearwardly or pivoted back over 
the lifting arms. The natural, expected and unsurprising 
thing is to manually pivot the lowered platform over 
the lifting arms in Novotney ’403 and then operate the 
power means until the platform and lifting arms are 
raised up under the vehicle bed in view of the teachings 
of Narvestad, Peters or Jester. 


“This case is wanting of any unusual or sur- 
prising consequences from the unification of the 
clemrents hereconcerned... .” 


A.& P. Tea Co. v. Supermarket Corp., 340 U.S. 
147. 


The Constitutional standard of patentability required 
by this Court, and as imposed thereon by A. & P. Tea 
Co. v. Supermarket Corp., 340 U.S. 147 (1950), re- 
mains unchanged by the recent Supreme Court decisions. 

“While the clear language of $103 places em- 
phasis on an inquiry into obviousness, the general 
level of innovation necessary to sustain patentabil- 
ity remains the same.” 

Ki ok Ok 

“Tnnovation, advancement, and things which add 
to the sum of useful knowledge are inherent req- 
uisites in a patent system, which by Constitu- 
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tional command must ‘promote the progress of .. . 
useful arts.’ This is the standard expressed in the 
Constitution and it may not be ignored. And it is 
in this light that patent ‘validity requires reference 
to a standard written into the Constitution’. A. 
& P. Tea Co. v. Supermarket Corp., supra at 154.” 

Graham v. John Deere Company of Kansas City, 

supra, 86 S. Ct. at 686-687 and 688. 


This Court has consistently applied the Constitu- 
tional standard: 

“Thus, the statute prescribed, as a condition of 
patentability, that what has been accomplished must 
be such that it would not have been obvious to a 
hypothetical person skilled in all that could have 
been known, at the pertinent time, in the field to 
which the invention relates. 

“It follows that though a device may be new 
and useful, it is not patentable if it consists of no 
more than a combination of ideas which are drawn 
from the existing fund of public knowledge, and 
which produces results that would be expected by 
one skilled in the art. 

Griffith Rubber Mills & Hoffar, 313 F. 2d 1, 

3 (9th Cir., 1963). . 


Lugash ’227 does not add to the sum of useful knowl- 
edge and fails to meet the standard expressed in the 
Constitution and referred to in A. & P. Tea Co. v. Su- 
permarket Corp., supra at 154. 
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OLD ELEMENTS IN AN OLD COMBINATION 
ARE NOT PATENTABLE. 


It must be abundantly clear by this time that the 
evidence establishes that each and every element of 
the Lugash claims is old and that the combination of 
elements is old. 

“Courts should scrutinize combination patent 
claims with a care proportioned to the difficulty 
and improbability of finding invention in an as- 
sembly of old elements. The function of a patent 
is to add to the sum of useful knowledge.” 

A. & P, Tea Co. v. Supermarket Corp., 340 U.S. 

147 at 152. 


“The mere aggregation of a number of old parts 
or elements to which, in the aggregation, per- 
form or produce no new or different function or 
operation than that theretofore performed or pro- 
duced by them, is not patentable invention.” 

Lincoln Engineering Co. v. Stewart-Warner 

Cop 303 U5. 545 at 549) 


The operative function of the Lugash platform is 
to support loads being moved between the ground and 
the truck bed levels, the same function of all loading 
platforms in the prior art. The hinged connections be- 
tween the platform and the platform support member 
(50 in ’227) of Lugash perform the same function 
that they always have, to merely pivotally mount the 
platform to the support member. 


The lifting arms of the prior art Narvestad and 
Novotney ’403 patents are power operated to function 
to raise and lower their loader support members (and 
connected platforms) during loading and unloading as 
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in Lugash. It is obvious that the power means of both 
Narvestad and Novotney ’403 can be employed to raise 
the lifting arms and support member 24 after the loader 
platform has been manually inverted at ground level 
just as in Lugash. 


All power operated lifting arms, having a connect- 
ing member to which a platform is hinged or pivoted, 
will perform their normal and expected function to liit 
the platform whether it is empty or loaded or whether 
the platform is hinged into one position or another. 
Would it be patentable invention to claim the same old 
combination of elements and state that you can raise 
the platform for purpose of amusement? Would this 
give rise to a new mode of cooperation of these old 
elements? Of course not, but Findings of Fact 22 and 
23 erroneously attribute “two distinct modes of co- 
operation’, one for load bearing purpose and one for 
storing purpose. Why not a third mode for purpose of 
amusement? 


The trial court erred as a matter of fact [Finds. of 
Fact 7, 8 and 24] in finding a new combination of ad- 
mittedly old elements in Lugash ’227 where the same 
combination of old elements is found the prior art load- 
ers, such as in Novotney 403. The trial court erred as 
a matter of law [Concls. of Law B and C] in not re- 
quirine this combination of admittedly old elements 
[Find. of Fact 8] to perform some new, unusual, sur- 
prising or unexpected function in the combination than 
they did not perform out of it, as required by Lincoln 
Enginecring Co. v. Stewart-Warner Corp., supra, and 
United States v. Adams, supra. 


UNCONTRADICTED TESTIMONY 
ESTABLISHES OBVIOUSNESS. 


The only persons skilled in the art to testify as to the 
obviousness of the teachings of the state of the art as 
of 1957, when Lugash purportedly made his invention, 
are Messrs. Vogel and Gabriel who found the entire 
227 combination claimed in the prior existing fund of 
public knowledge. The testimony is clear and definite 
and appears in Volume III, pages 462-463, 485-486, 
699-701, 718-724. 


Plaintiffs never cross-examined Messrs. Vogel or 
Gabriel as to the obvious teachings of the combined ref- 
erences relied upon by defendant, never presented re- 
buttal expert testimony nor argument as to why these 
combinations could not be made, nor presented any evi- 
dence which would show any distinguishing features 
between the combined state of the art and the combina- 
tions of elements claimed in the Lugash ’227 patent. 


Plaintiffs’ counsel never asked his witness, Mr. Com- 
stock, whether in his opinion Lugash ’227 would, or 
would not, be obvious to one skilled in the art in view of 
the combined teachings, or state, of the art. It must be 
assumed that plaintiffs’ patent expert, Mr. Comstock, 
was not examined by plaintiffs upon the combinations 
of references relied upon by defendant because his testi- 
mony thereon would not have been favorable to plain- 
tiffs’ position. 

Plaintiffs’ counsel caretully refrained from asking 
his expert whether the Lugash ’227 patent would be 
obvious in view of the combination of a first refer- 
ence teaching a power-operated parallelogram linkage 
system loader (such as Novotney ’403 and Wood ‘135: 
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or Richards and Ives of the cited prior art) and any of 
the Narvestad, Peters or Jester references which dis- 
close the folding up concept. Mr. Comstock’s “résumé 
of testimony” (Vol. I, pp. 188-219) filed prior to the 
trial does not deal with any combination of references 
or make any statements as to the obviousness or non- 
obviousness of the Lugash ’227 patent over the state of 
the art. 


It can only be assumed from the foregoing that the 
plaintiffs’ patent expert was unwilling to testify that 
the Lugash ’227 claimed subject matter is non-obvious 
over the state of the art. 


THE TRIAL COURT ERRED IN IGNORING 
THE OBVIOUSNESS OF LUGASH ’227 AS 
ESTABLISHED BY EXPERT TESTIMONY. 


The Supreme Court has stated, and recently repeated 
in Graham v. John Deere Company of Kansas City, 
supra, that the judiciary 

“Ts most ill-fitted to discharge the technological 
duties cast upon it by patent legislation.” 
Marcom Wireless Co. v. United States, 320 U.S. 
1, 60 (1943). 


The trial court initially considered Lugash ’227 to 
be invalid over the state of the art established through 
defendant’s technically skilled experts, Vogel and 
Gabriel (Vol. III, pp. 902-905). The trial court sub- 
sequently substituted its opinion for that of the ex- 
perts in finding Lugash ’227 non-obvious over the art. 
But, the trial court is not technically expert in the art. 


The trial court committed reversible error in rejecting 
the experts’ opinions on the obviousness of Lugash 
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227, and in effect, not deciding the issue but rather 
concluding validity on inferences and secondary, 
make-weight grounds. 


SECONDARY TESTS DO NOT PREVAIL 
WHERE STATUTORY REQUIREMENTS 
OF PATENTABILITY ARE NOT MET. 


The Supreme Court recognized in the Graham case, 
supra, in discussing the Cook Chemical patent that the 
evidence disclosed that ‘‘a serious problem’ had existed 
for many years in developing sprayers that could be 
integrated with the containers and that the Scoggin’s 
device “was well-received and soon became widely used” 
(Graham v. John Deere Company of Kansas City, 
supra, 86 S. Ct. 2 at 699). Cook Chemical’s expert testi- 
fied it was the first “commercially successful, inexpen- 
sive, integrated shipping closure pump unit...” and it 
was urged that the long-felt need in the industry for 
the device, the inability of others to produce it and its 
commercial success all evidenced the non-obvious nature 
of the device at the time it was developed. The trial 
and appellate courts had agreed. 


But the statutory prerequisites of novelty, utility 
and non-obviousness are paramount: The Supreme 
Court correctly looked past the “inferences” and “sub- 
tests” and found: 

“However, these factors do not. in the circum- 
stances of this case, tip the scales of patentability. 
The Scoggin invention. as limited by the Patent 
Office and accepted by Scoggin, rests upon exceed- 
ingly small and quite non-technical mechanical dif- 
ferences in a device which was old in the art. At 
the latest, those differences were rendered apparent 
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in 1953, by the appearance of the Livingstone pat- 
ent, and unsuccessful attempts to reach a solution 
to the problems confronting Scoggin made before 
that time became wholly irrelevant. It is also irrele- 
vant that no one apparently chose to avail them- 
selves of knowledge stored in the Patent Office and 
readily available by the simple expedient of con- 
ducting a patent search—a prudent and nowadays 
common preliminary to well-organized research. 
Mast Foos & Co. v. Stover Mig. Cor, 117 Uses: 
485 (1900). To us, the limited claims of the Scog- 
gin patent are clearly evident from the prior art as 
it stood at the time of the invention.” 

Graham v. John Deere Company of Kansas 

City iar Coren Ct. at 703) 


This Court should similarly look beyond the alleged 
commercial success and other “sub-tests”’ relied so 
heavily upon by the trial court below and look at the 
“technical facts”, as in the past. 

“Evidence of commercial success cannot overcome 
clear lack of novelty and invention.” 
Pevely Dairy Co. v. Borden Printing Co., 123 
Bo 2d 17 (GaiGig, ). 
Also 
Stauffer v. Slenderella Svstems of Calif., 254 
FF, 2d127 (orn... 


The trial court initially considered the Lugash ’227 
patent invalid upon defendant’s showing of the state of 
the prior art. The prior art is exactingly complete in 
teaching every alleged novel aspect of Liieasimez2” 
The trial court erred in deciding this case by sub- 
tests rather than the technical state of the art. 
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The trial court erred in stressing in its findings com- 
mercial success; unproved lack of success of prior art 
devices, demand and need, purported savings of time 
and money and similar make-weights [Finds. of Fact 
9,19, 24, 26 and 28]. 


The fact remains that there is no patentable inven- 
ton defined in the Lugash ’227 patent claims that ful- 
fills statutory requirements. This Court must conclude 
that Lugash ’227 adds nothing to the sum of knowl- 
edge, is merely an obvious combination of already 
known ideas in the art and is invalid for failure to 
meet the Constitutional standard of patentability re- 
ferred to in 4. & P. Tea Co. v. Supermarket Corp.. 
supra and Graham v. John Deere Company of Kansas 
City, supra. 


LUGASH ’227 IS A STEP BACKWARD 
IN THE ART. 

Plaintiffs’ device, as represented to the trial court, 
not only does not produce new, unexpected or surpris- 
ing results but has lost the advantages of some old 
results. The early Ducondu ’473 patent [Ex. D] dis- 
closes a platform that can be used as a tailgate, load 
elevating platform and be swung down under the 
truck when not in use (Gabriel, Vol. III, pp. 626-628) 
to allow dock loading. Lugash has lost the tailgate func- 
tion of the loading platform old in Ducondu 7473 
(Gabriel, Vol. IIT, p. 649). 


Plaintiffs’ own witnesses admitted the failure of the 
Lugash device to serve as a tailgate as well as fold out- 
of-the-way, as in the prior Anthony “Drop-Leaf” lift 
gate of Exhibit AD (Massman, Vol. III, p. 38). When 
the lift gate of the Anthony device of Exhibit AD is 
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folded down to its out-of-the-way position beneath the 
vehicle, it can be backed up against a loading dock. No 
new result or function is attained by Lugash ’227 not 
obtained in this prior Anthony “Drop-Leaf” lift gate 
of Exhibit AD (Goodman, Vol. IT], p. 76: Vogel, Vol. 
IIT, p. 466). 


Messrs. Massman and Goodman even admitted that 
it would be an advantage to have a load elevator which 
could be used as a tailgate, like Exhibit AD, in addition 
to being folded to an out-of-the-way position beneath 
the vehicle (Massman, Vol. III, pp. 39-40; Goodman, 
Voleiiior7s) 


The fact is that the purported folding-over of the 
platform* is useless. Plaintiffs’ witness Massman 
testified: 

“Q. Now, when the platform in the Tuk-A- 
Way device is folded under the truck, what func- 
tion does it haver * * * A. It doesn’t have any 
when it is underneath the truck.” (Vol. III, p. 41). 


Actually, when the platform of plaintiffs’ device is in 
the folded-up position, the operator has to put addi- 
tional, separate gates on the back of his truck to keep 
articles from falling off. 

“Q. Is it essential to use these gates on the 
back of your trucks when you use the Tuk-A- 
Way loading system? A. Yes. We will not rent a 
truck out without these gates on there.” (Grasse, 
Wael, WML, jos 2) 


Therefore the Lugash ’227 device lifts loads in ex- 
actly the same manner as all prior lifting platforms, by 


*Actual folding and fifting while in folded position is not 
required by the claims of Lugash ’227, 


a 


the use of the same elements in the same old relation- 
ship. Prior loading platforms lifted loads and in addi- 
tion were capable of acting as tail gates; when you usc 
the Lugash device, you now have to put up separate 
tail gates. Is this a patentable advance, or is it a step 
backward? 


DEFENDANT CANNOT INFRINGE BY USING 
WHAT IS IN THE PUBLIC DOMAIN. 


There are six basic reasons why defendant does not 
infringe: 
1. You cannot infringe an invalid patent. 
International Carbonic Engineering Co. v. Nat- 
ural Carbonic Products Inc., 158 F. 2d 285 
(9th Cir.). 


2. What is not claimed by the Lugash claims 
has been dedicated to the public and can be freely 
used. 

“The public has the undoubted right to use 
* * * what is not specifically claimed in a patent.” 


Mahn v. Harwood, 112 U.S. 354, 361. 


3. What is in the public domain can be freely 
used. 
United States v. Dubilere Condenser Corp., 289 
U.S. 178 at 187. 


4. One cannot be deprived of exercising normal 
skills and making obvious modifications to what is 
in the public domain. 

“However, the public is entitled to benefit, with- 
out granting special concessions, from such ad- 
vances as normally flow from the application of the 
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ordinary skills of one in the trade to the existing 
fund of public knowledge.” 
Griffith Rubber Mills v. Hoffar, 313 F. 2d 1, 3 
(9th Cir., 1963). 


5. The claims of Lugash ’227 require a con- 
struction in which the folded platform rests on a 
stop which is part of the linkage. This is not 
done by defendant. 


6. The Lugash claims require a parallel linkage 
which maintains the platform level during lifting. 
This is old per se. Defendant’s lifts employ ramp- 
ing gate links [Exs. AE and AL] and could not 
possibly infringe. 


The evidence shows that the elements of defendant’s 
loaders were designed prior to Lugash ’227 and specifi- 
cation sheets showing the construction of defendant’s 
early EB-1200 loader were distributed in June and July 
of 1957 [Exs. N, O, S, Vol. IT], p. 425; 2 
III, p. 427]. This EB-1000 loader which was renamed 
“EB-1200” was a design which evolved out of defend- 
ant’s prior knowledge and experience (Vol. III, p. 423). 


In 1960, defendants’ president, Mr. Vogel, made a 
few changes of degree only. He modified the loading 
platform [Exs. R and AQ] so that it would pivot back 
against the hydraulic cylinder. Pivoting or folding of a 
loading platform more than 90° was a concept that was 
part of the prior art which belonged to the public. 
This modification of the older model was “a simple 
matter”, “not major in character,” and “did not require 
retooling on the part of defendant” [Find. of Fact 13, 
Vol. I, pp. 665-666]. Certainly these changes were not 
inventive for defendant; as a member of the public, 


Bemis. 


he had the right to utilize what was in the prior art 
and to exercise his normal skill. 


It would have been obvious, in view of Narvestad, to 
the “hypothetical person skilled in all that could have 
been known, at the pertinent time,’ (Griffith Rubber 
Mills v. Hoffar, supra) to pivot or hinge the platform 
of the Venco EB-1000, EB-1200 or EB-1500 to place 
the platform in an out-of-the-way position as actually 
done by defendant. Mr. Vogel testified as one skilled 
in the art that it would have been obvious to him 
how he could apply the Narvestad teachings to his early 
design EB-1000 loader : 

“Q. Now, if you had the disclosure of the Nar- 
vestad patent before you in—let us say in 1956, at 
the time you were aware of the various Anthony 
and Daybrook loading apparatuses for some two 
years after the Narvestad patent had issued, would 
it have been obvious to you how you could position 
the EB-1000 hydraulic loader platform you de- 
signed in early 1957 in an out-of-the-way position 
when not in use, you didn’t want it to be used as a 
tailgate, from this Narvestad patent? A. Yes, it 
would be necessary to merely pivot it over 180 de- 
grees or so to the position as shown in the Narve- 
stad, in Fig. 7, in the Narvestad.” (Vogel, Vol. 
III, p. 462). 


Defendant’s early EB-1000 and EB-1200 loaders are 
of the same construction as the heavier EB-1500FL 
construction charged to be infringements here, with the 
exception of the folding of the platform. Defendant’s 
EB-1500FL loader of plaintiffs’ Exhibit 4, found to in- 
fringe, differs from the prior non-folding EB-1500 
loader of Exhibit X only in the hinging and size of the 


ee 


platform and the provision of a body spacer on the rear 
end of the truck (a non-claimed element) (Vogel, Vol. 
III, pp. 442-445). The photographs for both exhibits 
were made of the same truck with merely the platforms 
replaced. The platform of Exhibit 4 is merely smaller to 
fold under the truck and does not have an inner flange 
which would abut the lifting arms. This minor change 
in degree of size and degree of pivoting beyond the 
verticial position is an obvious, non-inventive modifica- 
tion in view of the disclosures of Narvestad, Peters and 
Jester (Vogel, Vol. ITI, p. 448). 


All of defendant’s acts are therefore covered by items 
1 to 4 of the reasons why defendant, as a member of 
the public, does not infringe. The remaining reasons 
why defendant does not infringe are discussed under the 
next heading. 


LUGASH ?’227 CONSTRUCTION IS NOT 
FOUNDIN DEFENDANT'S “FOLDA-LIFT” 
LOADERS. 


Your Honors will.note by examining Exhibit AM-1 
that claim 1 of Lugash calls for 
“Said parallel rule linkage systems include stop 
means against which said platform may be swung 
about said hinged mounting to a position overly- 
ing and parallel to said linkage systems.” 


In claim 8, it is stated that the platform is permitted 
to be swung “into superposed position on said linkage 
systems”’. 

Plaintiffs’ witness, Mr. Comstock, admitted that the 
Lugash patent places the lifting arms at the outer sides 
of the platform to allow the platform to fold onto and 


498 


rest on a cross member 56 which is part of the linkage 
(Vol. III, pp. 207, 208 and 212-213). 


Defendant’s “Folda-Lift” loaders do not place the 
lifting arms at the platform sides and when the plat- 
form is folded, it does not lie on a linkage or any mem- 
ber which is a part of the linkage. The evidence and ex- 
hibits clearly show that defendant’s platform, when 
folded, lies on the power cylinder. Therefore, defend- 
ant does not use the construction to which the Lu- 
fash claims are directed. The Lugash claims are 
limited to a specific relationship of the folded parts 
(Gif and when they are folded), but defendant does 
not employ such relationship. 


It is well settled in this circuit, as in all other cir- 
cuits, that plaintiffs must establish infringement by 
showing the accused device not only meets the terms of 
the patent claims, but also employs the same cooperation 
of elements as the patented device. 

“The mere fact that the accused article performs 
the same function and achieves the same result as 
the patented article does not necessarily establish 
infringement unless it can be found that this is ac- 
complished in substantially the same way and, 
where, in this case, the art is fairly crowded and 
the main elements of the patent are found or in- 
dicated in the prior art, this issue should be deter- 
mined narrowly, rather than liberally.” 

Lockwood v. Langendorf United Bakeries, Inc., 

324 F.2d 82 (9th Cir., 1963). 


The Lugash claims are limited to a specific relation- 
ship: defendant does not employ such relationship. 
Moreover, the trial court erred in finding that all 
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models of defendant’s “Folda-Lift”’ loaders infringe 
Lugash ’227 because plaintiffs’ own witnesses stated 
that one of the advantages of the Lugash ’227 con- 
struction is that it maintained the platform level or 
horizontal while lifting a load and this was supposed 
to be an advantage over the prior Anthony and Day- 
brook ramping-type loaders (Massman, Vol. ITI, pp. 46- 
47; Grasse, Vol. III, pp. 60-61). This so-called “level 
ride” was attributed to the parallel rule linkage system 
which is mentioned in each of the claims of Lugash ’227. 
The trial court found that this level ride is a character- 
istic of the Lugash device [ Finds. of Fact 6 and 22] and 
thereby allegedly distinguished from certain prior pat- 
ents. The fact remains that parallel linkage systems 
are old as clearly shown by the Novotney patent and 
there certainly is no invention in substituting one type 
of lifting arm for another. But the fact also remains 
that defendant makes “Folda-Lift” loaders which em- 
ploy ramping gate links [Exs. AE and AL] as well as 
non-ramping gate links and certainly the ramping 
gate links do not produce the so-called “level ride” 


platform and could not possibly be infringements. 


Fundamentally the patent is invalid and could not 
be infringed; the limitations in the claims which also 
preclude infringement are being called to your Honor’s 
attention for the purpose of emphasizing the errors 


compounded by the trial court. 
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EVIDENCE ESTABLISHES THAT PLAIN- 
TIFFS ARE GUILTY OF FALSE MARK- 
ING. 

The trial court found [Find. of Fact 37] that 
“Certain H-23 models of plaintiffs Tuk-a-Way’ 
loader did not employ the unitary construction re- 
quired by the claims of patent °196, yet carried 
the numbers of both patents.” 


The evidence on this point was given by plaintiffs’ 
witness Lugash and was clear-cut. 

“Q. On the H-23 models that you sell, do you 
attach to it a nameplate such as I hold in my hand, 
Exh. 30°? <A. Yes we do. 

Q. That nameplate has both patent numbers on 
it involved in the suit, the ’227 patent and the 196 
matent. Isthatrightr A. Yes. 

©. And did you, your company, intend to in- 
dicate to the public that the *196 patent protected 
and covered the Model H-23? Was that your in- 
tention? A. Our intent was to show that patents 
were issued to the company covering the Tuk-A- 
Way units. 

©. And covering specifically the H-23 Model, 
that is what I’m talking about. A. Yes. 

cok 

“The Court: Did you arrange for the making 
of these decals on these plates with the patent num- 
bers on them? 

The Witness: Yes, I did. 

* ok 

“The Court: Do you know why it went on 
there? Do you know what the intent was by put- 
ting this plate on Model H-23? 
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The Witness: To publicize our patent num- 
bers. We had been informed to show our patent 
numbers on the equipment and this is what we in- 
tended to do, show them.” (Vol. III, pp. 305-307). 


False marking is contra to 35 U.S.C. $292) Simeetialae 
marking was clearly established the wrongful intent to 
deceive the public is presumed until the contrary appears. 

“The presumption is, until the contrary appears, 
that the mark was placed on the article with the 
Intention) torGeceiycr. 

Krieger uv. Colby, 106 F. Supp. 124 (xg 

Gali 152) 


It may be noted that appellees’ counsel represented 
the successful party in the Krieger case and are aware 


of this legal presumption. 


The stated intent was to tell the public that the ’196 
patent covered the non-unitary models H-23. No evi- 
dence was presented by plaintiffs attempting to show 
that the mismarking was innocent, there was no evi- 
dence presented to show that the plaintiffs have dis- 
continued the mismarking. Therefore the court’s find- 
ing of innocent mismarking [Find. of Fact 38] is un- 
supported and contrary to the presumption of wrongful 
intent which was never rebutted. 

It is submitted that Finding of Fact 38 is in error 
and is unsupported by the evidence. Conclusion of Law I 


1s) alsominwerroi 


eee 
CONCLUSION. 


Lugash °227 has not added to the sum of useful 
knowledge in the load elevator art. It merely makes use 
of the existing fund of knowledge readily available to 
those skilled in the art who chose to avail themselves of 
the knowledge stored in the Patent Office record. The 
Novotney ’403, Narvestad, Peters, Jester, Wood ’135 and 
the other prior art patents found in Defendant’s Ex- 
hibits C and D not considered by the Patent Office in 
issuing the Lugash ’227 patent clearly demonstrate that 
each and every mechanical element of Lugash ’227 is old. 
has been employed in the prior art in the same co- 
operative relationships to produce the same results and 
has become a part of the public domain freely available 
to all persons in this art. Lugash ’227 and each of its 
claims in issue are invalid. 

“He who is merely the first to utilize the exist- 
ing fund of public knowledge for new and ob- 
vious purposes must be satified with whatever fame, 
personal satisfaction or commercial success he may 
be able to achieve. Patent monopolies, with all their 
significant economic and social consequences, are 
not reserved for those who contribute so insub- 
stantially to that fund of public knowledge.”’ 


Dow Chemical Co. v. Haliburton Oil Well Ce- 
momumg Co., 324 U.S. 320, 328, 89 L. Ed. 
O73, 980, 6480S.P.O. 412, 415 (1945). 


The trial court’s Conclusion of Law holding Lugash 
’227 patent valid, must be reversed, since that conclusion 
is not based upon facts which clearly advise this Court 
as to what was the unobvious, surprising and inventive 
result attained by the combination of old elements 
defined by the claims. 
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Similarly, the trial court’s Conclusion that defendant 
infringed must be reversed, since the facts do not sup- 
port such conclusion. It is not to the public interest to 
prevent the public from free, normal use of what is in 
the public domain. 


Finally, the Conclusion that plaintiff was not guilty 
of mismarking should be reversed, since the evidence 
clearly establishes that the mismarking was purposeful 
and with the intent of impressing the public with non- 
existent patent protection. 

C. A. MIKETTA, 
WILLIAM Poms, 
Guy Porter SMITH, 
of 
MiKETTA, GLENNy, Poms & 
SMITH, 
Attorneys for Appellant. 


Certificate. 

I certify that in connection with the preparation of 
this brief I have examined Rules 18 and 19 of the 
United States Court of Appeals for the Ninth Circuit 
and that, in my opinion, the foregoing brief is in full 


compliance with those rules. 


Guy Porter SmiTH, 


APPENDIX A. 


Pertinent Sections of Title 35, U.S.C. 


§101. “Inventions patentable 

Whoever invents or discovers any new and 
useful process, machine, manufacture, or com- 
position of matter, or any new and useful im- 
provement thereof, may obtain a patent there- 
for, subject to the conditions and requirements 
Cimiais title, + ee” 


g102. “Conditions for patentability; novelty 

and loss of right to patent 
A person shall be entitled to a patent unless— 
(a) the invention was known or used by 
others in this country, or patented or 
described in a printed publication in 
this or a foreign country, before the 
invention thereof by the applicant for 

patent, or 


(b) the invention was patented or described 
in a printed publication in this or a 
foreign country or in public use or on 
sale in this country, more than one year 
prior to the date of the application for 
patent in the United States, or * * *” 


$103. “Conditions for patentability: non-obvi- 
ous subject matter 

A patent may not be obtained though the in- 
vention is not identically disclosed or described 
as set forth in section 102 of this title, if the 
differences between the subject matter sought to 
be patented and the prior art are such that the 


=) 


subject matter as a whole would have been 
obvious at the time the invention was made to 
a person having ordinary skill in the art to 
which said subject niatter pertains). 
8112. “Specification 


The specification shall contain a written de- 
scription of the invention, and of the manner 
and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, 
or with which it is most nearly connected, to 
make and use the same, and shall set forth the 
best mode contemplated by the inventor of 
carrying out his invention. 


The specification shall conclude with one or 
more claims particularly pointing out and dis- 
tinctly claiming the subject matter which the 
applicant regards as his invention. * * *” 

§292. “False Marking 


* * * Whoever marks upon, or affixes to, or 
uses in advertising in connection with any un- 
patented article, the word ‘patent’ or any word 
or number importing that the same is patented, 
for the purpose of deceiving the public; or * * * 


* * * shall be fined not more thanwnoggmien 
every such offense. 

(b) Any person may sue for the penalty, in 
which event one-half shall go to the 
person suing and the other to the use 
of the United States. July 19 gsOsze 
950, §1, 66 Stat. 814.” 
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APPENDIX B. 
Plaintiffs’ Exhibits. 


Page Reference 
In Record (Vol. 
III) Received 


Plaintiffs’ interrogatories (1 through 9 and 


Description In Evid. 
Lugash patent in suit, No. 2,837,227 

Lugash patent in suit, No. 2,989,196 7 
Assignment of patents in suit from Max J. 

Lugash to Maxon Industries, Inc. 8 
“Folda-Lift’” brochure of defendant 120 
A one-fifth scale model of defendant’s 

“Folda-Lift” device 131 
Photos of Exh. 5 model 132 


Exh. A) and defendant’s answers 8 
Defendant's answers to plaintiffs’ interroga- 
tories 13, 19 and 20 8 
Deposition of Milton C. Vogel Y 
A “Folda-Lift” brochure of defendant 13 
An advertisement of defendant's ‘Folda- 
lana 19] 
Defendant’s drawing entitled “Installation 
Model 1500 ‘Folda-Lift’ ” 121 
Defendant's drawing entitled “Double Fold- 
ing Platform 1500 and 2000 DFL Venco 
‘Folda-Liit’ ” Less 
Defendant’s drawing entitled “Installation 
Power Platform Unfolding” 121 
Defendant’s drawing entitled “PTO Installa- 
tion” 13 
Page from defendant’s ‘‘Folda-Lift’’ manual 
having schematic diagram of hydraulic system 173 
A set of Polaroid photographs of defendant’s 
“Folda-Lift” device 181 
A set of photographs of defendant’s ‘‘Folda- 
Lift” device with DFL platform 196 
Chart of defendant’s sales 198 
Advertising pamphlets showing plaintiffs’ 
“Tuk-A-Way” 302 
Chart of sales of plaintiffs’ “’Tuk-A-Way”’ 
devices 23 
Defendant’s drawing No. 11772, Double 
Folding Platform 195) 
“Tuk-A-Way” nameplate 302 
Toy Truck 47 


a 


Defendant’s Exhibits. 


Page Reference 
In Record (Vol. 
Ill) Received 


© 4a =o 


Description In Evid. 
Certified copy of file history of Lugash 
Patent No. 2,837,227 623 
Certified copy of file history of Lugash 
Patent No. 2,989,196 691 
Defendant’s Prior Art Exhibit Book 703 
Defendant’s Prior Art Exhibit Book 703 
Brochure, Daybrook Power Gates 403 
Brochure, “’Tuk-A-Way” Electric Hydraulic 

ut 490 
Original drawing of Milton C. Vogel dated 
12-23-47 360 
Original drawing of Milton C. Vogel dated 
12-23-47 and marked Fig. 2 360 
Blueprint of drawings of Milton C. Vogel 361 
Certified copy of Vogel patent application 

Serial No. 13,688 filed March 8, 1948 en- 

titled “Truck Elevator” 369 
Venco brochure entitled “Venco Electric 
Power Tailgate Loader” dated 4/56 378 
Venco brochure “Model 30” tailgate loader 348 
Venco brochure ‘Model 300” tailgate loader 378 
Copy of Vogel Patent No. 2,820,554 en- 

titled “Tail Gate Lift for a Vehicle” 384 
Drawing No. 01080, The Ven Corp., en- 

titled “Venco EB-1000" dated 1-21-57 420 
Drawing No. 01092, The Ven Corp., en- 

titled “EB-1000 Venco Loader’ dated 
2-12-57 420 
Print 01121, The Ven Corp., entitled “EB- 

1000 Loader” dated 7-19-57 420 
Brochure ‘Model 1{B-1000” Venco Tailgate 
Loader 423 
Drawing No. 01141, Santa Anita Mfg. 

Corp., entitled ‘Tail Gate Assembly EB- 

1200 Loader” dated 12-24-57 429 
Brochure “EB Series Venco Loader” File 

L, dated 6-24-57 429 
Brochure “EB-1200 Venco Loader” File 

L, dated 7-1-57 429 
Drawing, The Ven Corp., entitled “‘Pivoted 

Arm Type Loader, Hydraulically Operated” 

dated 7-25-58 420 


AK 


AL 


ae 


Venco brochure “Model EB-1500” 

Venco brochure ‘Model F-B-1500” 
Tailgate Loader “Model EB-1500” form 
EB=15-6101 

Brochure, reprinted from Hildy’s 1961 Ford 
Blue Book, Venco “A Lift for Every Job” 


Brochure, Venco “A Lift for Every Job” 
form TW-6210 

Brochure, “Galion Loadelevator Hydraulic 
End-Loaders” copyright 1955 

Brochure, “Anthony Lift Gate” 

Brochure, Anthony “Drop Leaf—Lift Gate” 
Drawing 01086, Santa Anita Mfg. Corp., 
entitled ‘“Ramping Gate Link” dated 
12-30-59 

Drawing 01104, The Ven Corp., entitled 
“Lower Arm” dated 9-15-59 

Drawing 01105-1, The Ven Corp., entitled 
“Upper Arms” dated 9-14-59 

Drawing 01081, The Ven Corp.. entitled 
“Main Pivot Block” dated 7-27-59 
Drawing No. 11287, Santa Anita Mfg. 
Corp., entitled “Main Pivot Block” dated 
12-30-59 

Drawing No. 11327, Santa Anita Mfg. 
Corp., entitled ‘“‘Gate Link Non-Ramping”’ 
dated 3-2-60 


Drawing No. 01266, Santa Anita Mfg. 
Corp., entitled “Upper Arm” dated 6-29-60 


Drawing No. 11286, Santa Anita Mfg. 
Corp., entitled ““Ramping Gate Link” dated 
12-30-59 


Claims Prior Art 
AM-1 1,2&4 Novotney “403 
AM-2 8,9&11 Novotney ‘403 


AM-3 1 Narvestad 

AM-4 8 Narvestad 

AM-5 1,2&4 Narvestad & Wood 
NS 

AM-6 8 9&11 #£Narvestad & Wood 
WES 


432 
432 


432 
450 
450 


389 
409 

76 
437 
437 
437 


437 


440 


440 


440 


440 


710 
713 
7\7 
718 


[ees 


724 


AN 


AO 


a 


Claims Por Art 
AN-1 1 Lugash '227, Claim 7 
Z Wood ‘540 
AN-2 1 Novotney *403 & 
Messick 
vas Messick 
AN 3 il Novotney "403 & 
Wachter 
2 Wood 
AN-4 4 itieash ‘227, Claini2 
& Messick 
AN-5 4 Lugash ’227, Claim 7 
& Wood ’540 
AN-6 4 Messick & Narvestad 
AN-7 6 Lugash ’227, Claim 5 
& Wood *540 
AN-8 6 Lugash ‘227, Claim 5 
& Spitler 
AN-9 6 Messick 
AN-10 6 Wood °540 
AN-11 6 Vogel & Spitler 


AO-1 — Shadbolt 

AO-2 Ducondu ‘011 

AO-3 _ Jester 

AO-4 Peters 

AO-5  Narvestad 

AO-6 Novotney 403 

AO-7 Messick, Sheet 1 

AO-8 Messick, Sheet 2 

AO-9 Messick, Sheet 3 

Drawing No. 11915, Santa Anita Mig. 
Corp., Model 1500 FL, Venco “‘Folda-Lift’, 
dated 2-4-65 

Drawing No. 11389, Santa Anita Mfg. 
Corp., entitled “Platform” dated 5-15-61 
Drawing No. 11292, Santa Anita Mfg. 
Corp., entitled “Hydraulic Cylinder” dated 
1-15-60 

Sketches of Milton Vogel 

Watson “Hide-A-Gate” brochure 
“Answers to Defendant’s Further Inter- 
rogatories 40-49” dated October 4, 1963 
“Answers to Defendant’s Request for Ad- 
missions” Nos. 1-23 dated August 12, 1963 


742 


747 


793 
723 


73 
755 


758 


733 
723 
753 
793 
629 
629 
703 
703 
691 
702 
Ve 
7a7 
fay 


472 
472 
472 


465 
465 


867 
867 
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Claims Prior Art 
AN-I 1 Lugash ’227, Claim 7 
@ Wood ’540 
AN-2 1 Novotney ’403 & 
Messick 
2 Messick 
SING ll Novotney "403 & 
Wachter 
Z Wood 
AN-4 4 Lugash ’227, Claim 2 
& Messick 
AN-5 4 Lugash ’227, Claim 7 
& Wood 7540 
AN-6 4 Messick & Narvestad 
AN-7 6 Lugash ‘227, Claim 5 
& Wood °540 
AN-8 6 Lugash ‘227, Claim 5 
& Spitler 
AN-9 6 Messick 
AN-10 6 Wood °540 
AN-11 6 Vogel & Spitler 


AO-1 — Shadbolt 

AO-2  Ducondu ‘011 

AO-3 Jester 

AO-4 _ Peters 

AO-5  Narvestad 

AO-6 Novotney *403 

AO-7 Messick, Sheet 1 

AO-8 Messick, Sheet 2 

AO-9_ Messick, Sheet 3 

Drawing No. 11915, Santa Anita Mfg. 
Corp., Model 1500 FL, Venco “Folda-Lift”, 
dated 2-4-65 

Drawing No. 11389, Santa Anita Mfg. 
Corp., entitled “Platform” dated 5-15-61 
Drawing No. 11292, Santa Anita Mfg. 
Corp., entitled ““Hydraulic Cylinder” dated 
1-15-60 

Sketches of Milton Vogel 

Watson “Hide-A-Gate” brochure 
“Answers to Defendant’s Further Inter- 
rogatories 40-49” dated October 4, 1963 
“Answers to Defendant's Request for Ad- 
missions’ Nos. 1-23 dated August 12, 1963 
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227 Objects. 

“This invention relates to hoisting devices and 
more particularly to devices attachable to the 
rear end of a motor truck and operable to lift 
loads from ground level to level of the truck bed 
and vice versa. 

The principal object of the invention is to pro- 
vide a load elevating means which is attachable 
to the rear end of a truck frame and which is 
operable to lift or lower a load relative to the 
level of the truck bed. 

Another object of the invention is to provide 
a device of the above character which may be 
folded up or collapsed beneath the truck bed 
when not in use.” {’227 Patent, Ex. 1, Col. 1, 
lines 15-25]. 


227 Asserted Novelty. 
“New claims 1] through 14 are presented. 


These claims are al! directed in more or less de-~ 


tail to the folding up aspect of the lifting device. 
This has proved to be the most valuable sell- 
ing point and has been indicated as being patent- 
able by the allowance of claims 4 and 10 and by 
the complete absence of this feature from the 
cited art.” [Patent Office File History, Ex. A, 
p. 24]. 
°227 Results. 

“When not in use, it is effectively concealed 
beneath the truck body and thus does not inter- 
fere with normal loading and unloading opera- 
tions.” (Col. 5, lines 22-24) 

“Q. Just to summarize, Mr. Massman, do I 
understand your testimony to say that Tuk-A- 
Way is there when you need it, but it isn’t there 
when you don't need it? A. That is correct.” 
(Vol. 11], p. 33) 

“It seemed from what the other witnesses 
have stated that it would be the same for me, 
and that is, it is there when you need it and when 
you don’t need it, it is not in the way.” (Good- 
man, Vol. 11], pp. 71-73) 


June 3, 1958 M. J. LUGASH 2,837,227 
LOAD ELEVATOR FOR MOTOR TRUCKS 


Flled April 15, 1957 2 Sheets-Sheet 1 
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Claims Prior Art 
AN-1 1 Lugash ’227, Claim 7 
2 Wood ’540 
AN-2 1 Novotney *403 & 
Messick 
Z Messick 
aN 301 Novotney ‘403 & 
Wachter 


Wood 

Lugash ‘227, Claim 2 
& Messick 

Wueash “227. Claman 
& Wood 540 


2 
AN-4 4 
4 

AN-6 4 Messick & Narvestad 
6 
6 
6 
6 


AN-5 


AN-7 Lugash ’227, @lannes 
& Wood ‘540 

Lugash '227, Claim 5 
& Spitler 


AN-S 


AN-9 Messick 
AN-10 Wood °540 
AN-11 6 Vogel & Spitler 


AO-1 — Shadbolt 

AO-2  Ducondu ‘011 

AO-3 Jester 

AO-4 Peters 

AO-5  Narvestad 

AO-6 Novotney ’403 

AO-7 Messick, Sheet 1 

AO-8 Messick, Sheet 2 

AO-9_ Messick, Sheet 3 

Drawing No. 11915, Santa Anita Mfg. 
Corp., Model 1500 FI, Venco ‘“Folda-Lift”, 
dated 2-4-65 

Drawing No. 11389, Santa Anita Mfg. 
Corp., entitled “Platform” dated 5-15-61 
Drawing No. 11292, Santa Anita Mfg. 
Corp., entitled ‘““Hydraulic Cylinder’ dated 
1-15-60 

Sketches of Milton Vogel 

Watson “Hide-A-Gate” brochure 
“Answers to Defendant’s Further Inter- 
rogatories 40-49” dated October 4, 1963 
“Answers to Defendant's Request for Ad- 
missions” Nos. 1-23 dated August 12, 1963 
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June 8, 1954 E. NARVESTAD ETAL 2,680,529 
LOADING APPARATUS FOR USE ON VEHICLES 
Filed Aug. 31, 1951 2 Sheets-Sheet 2 
Narvestad Objects. 

“This invention relates to loading apparatus 
for use on trucks and other goods transporting 
road vehicles and in particular relates to the 
class of loading apparatus embodying a load re- 
ceiving support carried by a structure so artic- 
ulated to the vehicle body that by a power or 
manually actuated driver the said structure can 
move the load receiving support into alignment 
with the floor of the vehicle and maintain it in 
such position during a loading or unloading 
operation, and also lower the support to a posi- 
tion close to the road or other surface on which 
the vehicle stands for the purpose of receiving 
or -discharging a load at about road level.” 
(Narvestad, Col. 1, lines 1-14) 

“A still further object of the invention is to 
provide loading apparatus which is collapsible 
or foldable beneath the vehicle body when out 
of use and which,.. .”” (Col. 1, lines 54-57) 


Narvestad Result. 

“When the apparatus is not in use it can be 
stowed away beneath the floor 3 by turning the 
platform upside down about the pivot 25 as 
shown in Figure 7 and pressing the rods 21 
home in the tubes 20, the arms 29 folding close 
against the platform plate 26.” (Col. 5, lines 
63-69) 

Narvestad states objects and produces results iden- 
tical to and anticipating of Lugash ’227. Its loader 
is also “there when you need it, but it isn’t there 
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Claims Prior Art 


Pane 1) Lugash ‘227, Claim 7 
Z Wood '540 
AN-2 1 Novotney 403 & 
Messick 
2 Messick 
ye IN| Be Ih Novotney ’403 & 
Wachter 
2 Wood 
AN-4 4 Lugash 227, Claim 2 
& Messick 
AN-5 4 TEtieash (227 5@ tame 7 
& Wood 7540 
AN-6 4 Messick & Narvestad 
AN-7 6 Lugash ’227,.@lanins 
& Wood '540 
AN-8 6 Lugash ‘227, Clama 5 
oneapitler 
AN-9 6 Messick 
AN-10 6 Wood °540 
AN-11 6 Vogel & Spitler 


AO-1 — Shadbolt 

AO-2  Ducondu ‘011 

AO-3 Jester 

AO-4 _ Peters 

AO-5  Narvestad 

AO-6 Novotney ’403 

AO-7 Messick, Sheet 1 

AO-8 Messick, Sheet 2 

AO-9_ Messick, Sheet 3 

Drawing No. 11915, Santa Anita Mfg. 
Corp., Model 1500 FL, Venco “Folda-Lift”, 
dated 2-4-65 

Drawing No. 11389, Santa Anita Mfg. 
Corp., entitled “Platform” dated 5-15-61 
Drawing No. 11292, Santa Anita Mfg. 
Corp., entitled ““Hydraulic Cylinder’ dated 
1-15-60 

Sketches of Milton Vogel 

Watson “Hide-A-Gate” brochure 
“Answers to Defendant’s Further Inter- 
rogatories 40-49” dated October 4, 1963 
‘Answers to Defendant's Request for Ad- 
missions” Nos. 1-23 dated August 12, 1963 


Frank A. Ne votney 9 
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March 19, 1940. F. A. NOVOTNEY 


END GATE LOADER 


Filed June 19, 1939 


duventor 


Novotney °403 in View of Narvestad. 

“Q. Now, do you find any teaching in the 
Narvestad, Jester or Peters patent which would 
make it obvious to you to move the Novotney 
platform 9 into an inverted position on the lift- 
ing arm 7 and place the platform in an out-of- 
the-way position beneath the vehicle bed? A. 
Certainly, the teaching in Narvestad, in Peters 
and in Jester, all three of those teach a platform 
being swung up and over so as to be on the 
linkage and it wonld be then under the truck 
bed. All you have to do is see that teaching and 
swing this platform 9 of Novotney °403 over and 
on top of the arm 7.” (Gabriel, Vol. ITI, p. 701) 


2 Sheets-Sheet 2 


2,194,403 


“O, 
tion shown in the drawings of this Novotney 
patent that the platform 9 could be folded back 
until it hit the lifting arm 7? A. Yes. 


Is it obvious to you from the construc- 


Q. And further, if it were suggested to you 
to fold or collapse the platform under the vehicle 
bed, as in the Narvestad patent, 2,680,529, that 
we discussed previously, would that make it fnr- 
ther obvious to you, you can fold or collapse the 
platform 9 of Novotney over the arm 7 when in 
the lowered position of Fig. 1, with no further 
modifications of any kind to the Novotney con- 
struction, so that the arm 7 would then be 
raised and the platform 9 would be positioned in 


an inverted position beneath the vehicle bed? 
xO 
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March 19, 1940. F A NOVOTNEY 2,194,403 


END GATE LOADER 


Filed June 19, 1939 2 Sheets-Sheet 1 


June Aeart A. Novotney 


Bap. 


The Witness: Yes.” (Vogel. Vol. II]. pp. 
486-487) 
This testimony of defendant’s technical experts on 


the combined teachings of Narvestad and Novotney 
stands uncontradicted in the record. 


The Trial Court foand that the Novotney platform 


would fold: 


“It is mechanically possible to invert the plat- 
form in the Novotney over the parallel linkage sys- 
tem in that device . . .” (Memorandum Opinion. 
Vol. I11, p. $63) 

“dt is mechanically possible to invert the plat- 
form in the said Novotney device . . .” (Find. ot 


g Path, We. Vol. 111. p. 666). 


